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Request for Reconsideration 

Sir: 

In reply to the Office action of June 03 ,2005, and further to 
applicants' Notice of Appeal dated September 06, 2005, it is respect- 
fully requested that the following request for reconsideration be 
entered and considered by the Examiner: 

Request for Reconsideration 

Claims 1 to 4 and 9 to 19 as presented with applicants' paper 
dated November 06, 2 003, are currently pending in this application. 

The Examiner maintained that Claims 1 to 4 . and 9 to 19 were 
unpatentable under 35 U.S.C. 5103(a) in light of the teaching of 
Dieing et al. (BP 0 893 117) when taken in view of the disclosure of 
Tanner et al > {us 5,827,508) and of George et a I * (us 6,165,449)* 

The Examiner essentially reiterated her position adding, in view 
of applicants' earlier remarks, 

- that a person of ordinary skill in the art would have reasonably 
expected that the surface treated zinc oxide which is addressed 
in the disclosure of Tanner et al, would remain on the hair be- 
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cause (1) the zinc oxide is in the form of very small particles 
and (2) the 2inc oxide is surface treated with materials which 
improve its diapers-ability in the composition, and 
- that Tanner et al. specifically teach that their compositions are 
physically stable , ie. resist phase separation. 
It is respectfully urged that the respective arguments are not deemed 
to support the Examiner's position that a person of ordinary skill in 
the art would have been motivated to incorporate the surface treated 
zinc oxide addressed in the disclosure of Tanner et al. into the hair 
treatment composition taught by Dieing et al, 

The Examiner's reasons why a person of ordinary skill in the art 
would reasonably expected the surface treated zinc oxide to remain in 
the hair are not deemed to support that the motivating force is pres- 
ent in the art which is necessary for a person of ordinary skill to 
do what applicants, have done. On the one hand it is noted that the 
disclosure of Tanner et al. merely provides that compositions which 
comprise the surface treated zinc oxides exhibit improved storage 
stability, ie. the tendency of the composition per se to undergo 
phase separation is reduced. 1 > However, this property of the surface 
treated zinc oxide is, in and of itself, only of interest to a person 
of ordinary skill in the art if such a person is faced with the 
question which form of zinc oxide is most likely to be suitable for a 
composition which is designed to comprise zinc oxide. That is: if a 
person of ordinary skill in the art wants to provide zinc oxide in a 
particular cosmetic preparation, then the disclosure of Tanner et al w 
can be taken to motivate such a person of ordinary skill to use 
surface treated zinc oxide instead of another form of zinc oxide. 

On the other hand, it is respectfully noted that the improvement 
of the storage stability of skin cosmetic compositions which is ad- 
dressed in the disclosure of Tanner et al. and which is achieved when 
surface treated zinc oxide is used instead of non-treated zinc oxide 
is not deemed to provide the requisite suggestion or motivation which 
is necessary for a person of ordinary skill in the art to do what 
applicants have done* 

where applicants' invention and the prior art referenced by the 
Examiner are concerned, it is first necessary to determine whether a 
person of ordinary skill in the ert would have been motivated to 

1) cf. in particular col. 3, indicated line 41, to col. 4, indicated line 16, of VS 



S,B21,5QB. 
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introduce any form of zinc oxide into the hair conditioning composi- 
tions which are taught by Dieing ot al. With regard to the motivation 
to use any zinc oxide in a hair conditioning composition the Examiner 
essentially takes the position 

- that it was known in the art to employ UV protecting agents in 
skin and hair cosmetics, and 

- that it is known in the art to employ any zinc oxide as a UV 
protecting agent. 

Based on this state of the art the Examiner argues that a person of 
ordinary skill would have employed zinc oxide , for example in the 
surface treated form described in the disclosure of Tanner et al,, as 
a DV protecting agent in the hair conditioning composition of Dieing 
et al. 

Applicants' respectfully reiterate their position that the mere 
fact that zinc oxide is known as a UV protecting agent, and that UV 
protecting agents are conventionally employed in cosmetic products, 
is not enough to motivate a person of ordinary skill in the art to 
employ zinc oxide in the hair conditioning products addressed in the 
teaching of Dieing et aX wr ie. to modify the composition of Dicing et 
al. as is necessary to arrive at applicants' composition* 

Assuming arguendo that the Examiner is correct and a person of 
ordinary skill in the art would reasonably expect that the surface 
treated zinc oxide remained on the hair, such a person of ordinary 
skill in the art would, equally reasonably expect that the zinc oxide 
which remains on the hair dulls the hair color and thereby interferes 
with the healthy appearance of the hair. Zinc oxide is a white or 
yellowish pigment, independent of the particle size or. the surface 
treatment, 2 ) and zinc oxide which remained in the hair as the Examiner 
would have it would therefore have to be expected to form a whitish 
or yellowish residue on the hair. In accordance with the Examiner's 
line of argument^ a person of ordinary skill in the art would have to 
consider it advantageous to obtain a storage stable hair conditioner , 
without regard whether the hair conditioner will then, actually con- 
vey a healthy appearance to the hair. The respective approach is not 
deemed realistic because the utility of the hair conditioning com- 
position addressed by the teaching of Dieing et al, would clearly be 
impaired under those circumstances, if a proposed modification would 
render the prior art invention which is being modified unsatisfactory 

2) Cf . eg. col. 6, indicated lines 21 to 35, of US 5,827,508* 
051104 - 3 - 
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for its intended purpose, then there is no suggestion or motivation 
to make the proposed modification, 3 ) Under the assumption made by the 
Examiner that the surface treated zinc oxide addressed in the disclo- 
sure of Tanner et si. remained on the hair, the hair conditioning 
composition taught by Dielng et al. is rendered unsatisfactory for 
its intended purpose, «o that the motivation to make the modification 
which is necessary to arrive at applicants' composition is lacking. 

Accordingly, the Examiner's arguments support that applicants' 
invention was not rendered obvious under Section 103(a) by the teach- 
ing of Dicing et al ~ and the disclosures of Tanner et al. and of 
George et al. It is therefore respectfully urged that the rejection 
of Claims 1 to 4 and 9 to 19 be withdrawn. Favorable action by the 
Examiner is solicited. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 14.1437* Please credit any excess fees to such deposit 
account. 

Respectfully submitted, 

Novak Druce DeLuca & Quigg, llp 

Jason D „ Voight 
Reg, No. 42,205 

1300 Eye Street, N.W. 
Suite 400 East Tower 
Washington, D.c. 20005 
(202) 659-0100 

JDV/BAS 



3) Cf. In re Gordon, 733 F.2d 900, 221 U6PQ 1125 (CAPC 1984). 
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